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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to the amendment dated 1 5 August 2005 in application 
09/731,225. Claims 4-6, 10-12, and 16-23 are pending. Claims 4, 6, 10, 12, 16, and 19- 
23 are amended. 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 15 
August 2005 has been entered. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-6, 10-12, and 16-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goffin, II (US006918135B1) in view of Gotwald (US005987518A), 
Banker et al. (US005497187A), and Addington (US006928656B). 

Regarding claim 4, Goffin, II (Goffin) discloses a "digital video television 
communication system having a headend coupled to a two-way communication medium 
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and at least one digital video settop box coupled to the two-way communications 
medium" (See Figs. 1 and 2; column 2 line 66 - column 3 line 12). The headend 
transmits a "plurality of communication channels" (See Fig. 1) including "first and 
second in-band channels" (See Fig. 1, channels 32) and an "out-of-band (OOB) region 
having at least one out-of-band (OOB) communication channel" (See Fig. 1, channels 
33; column 5 lines 10-17). Each of the "in-band channels" or "first and second in-band 
channels" has a "first and second plurality of multiplexed digital video channels" (See 
column 3 lines 27-39). The system "sends a channel change request from the settop 
box to the headend" where the request represents "a channel change at the settop box 
from one of the multiplexed digital video channels in the first in-band video channel to 
one of the multiplexed digital video channels in the second in-band video channel" (See 
Fig. 7b, 704; column 6 lines 8-30). The headend then "sends a channel resource 
confirmation message to the settop box" (See Fig. 7b, 712), where inherently the 
message "identifies the selected communications channel" in order for the settop box to 
successfully tune to the correct in-band channel 32 or out-of-band channel 33 (See 
column 4 line 62 - column 5 line 17). The settop box then "selects the selected 
communication channel for receiving data from the headend" (See Fig. 7b, 716). 
However, Coffin does not explicitly disclose (1) that the "in-band channels can transport 
IP data", (2) "determining whether the second in-band video channel has an available 
communication channel" and "selecting the second video channel if the second video 
channel has an available communications channel.. .and selecting a OOB channel... if 
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second communication channel does not have an available communication channel", 
and (3) that the OOB channel can transport IP data. 

(1) Gotwald discloses a method for communicating Internet Protocol (IP) data 
over a broadband MPEG channel. The system includes a multiplexing driver that 
multiplexes various MPEG2 streams, from various sources, onto each channel (See 
Fig. 2; column 3 lines 40-56). The multiplexing driver also multiplexes IP data or IP 
datagrams, which has been encapsulated into a MPEG2 transport packets, onto each 
channel where inherently MPEG2 data packets are identified by "packet ID (PID)" (See 
Fig. 2; column 4 lines 25-40). Therefore, it would have been obvious to one with 
ordinary skill in the art at the time the invention was made to modify the headend and 
"in-band channels" disclosed by Goffin to transport IP data over MPEG data packets, as 
taught by Gotwald, in order to provide a low cost and efficient means of communicating 
IP data to the set-top terminal or "set-top box" by using a well the known and 
established MPEG standard. 

(2) Banker et al. (Banker) discloses an in-band/out-of-band data transmission 
method for a television system. The system utilizes both the in-band and out-of-band 
(OOB) to transport data to the terminals or set-top terminals. The system first 
determines if the load of the out-going in-band channels is great or not or "determining 
whether a second video channel has an available communication channel". Inherently, 
the system selects an in-band channel if the load isn't great or "selecting the second 
video channel if second video channel has an available communications channel", 
otherwise the system selects an OOB channel to transmit the data to the terminal or 
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"selecting a OOB channel... if second communication channel does not have an 
available communication channel" (See column 8 lines 3-20). Therefore, it would have 
been obvious to one with ordinary skill in the art at the time the invention was made to 
modify the headend disclosed by Goffin to "determine whether the second video 
channel has an available communication channel" and "selecting the second video 
channel if second video channel has an available communications channel, ..and 
selecting a OOB channel... if second communication channel does not have an 
available communication channel", as taught by Banker, in order to provide a more 
expedient mode of transmission. 

(3) Addington discloses a system to delivery IP data over MPEG transports 
networks (See Figs. 1 and 2). Addington discloses that the IP data can be delivered to 
the subscriber's terminal using in-band or OOB channels (See column 6 lines 5-20). 
Therefore, it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to modify the headend disclosed by Goffin to transport IP data 
using the OOB channels, as taught by Addington, in order to expand the capabilities of 
the system thereby providing an alternate means of delivering data down to the 
subscriber. 

Regarding claim 5, the "selected communication channel" is identified within a 
confirmation message or "channel resource confirmation message" that is within a 
MPEG packet as taught by Gotwald, where inherently a packet ID (PID) would describe 
the contents of the MPEG packet (See claim 4 above). 
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Regarding claim 6, Goffin discloses the use of "an out-of-band region having at 
least one out-of-band communication channel" (See claim 4 above). Furthermore, 
Banker discloses a method that utilizes both the in-band and out-of-band to transport 
data to the terminals or set-top terminals or "selected communication channel... is and 
OOB channel". Inherently, when an OOB transmission method is used it is "identified in 
the channel resource confirmation message" as discussed in claim 4 above. 

Claim 10 contains the limitations of claim 4 (wherein the system includes a 
headend) and is analyzed as previously discussed with respect to that claim. 

Claim 1 1 contains the limitations of claims 5 and 10 and is analyzed as 
previously discussed with respect to those claims. 

Claim 12 contains the limitations of claims 6 and 10 and is analyzed as 
previously discussed with respect to those claims. 

Claim 16 contains the limitations of claim 4 (wherein the system includes a settop 
terminal) and is analyzed as previously discussed with respect to that claim. 

Claim 17 contains the limitations of claims 5 and 16 and is analyzed as 
previously discussed with respect to those claims. 

Claim 18 contains the limitations of claims 6 and 16 and is analyzed as 
previously discussed with respect to those claims. 

Claim 19 contains the limitations of claim 4 (where inherently the headend and 
settop terminal each have a "transmitter" and "receiver") and is analyzed as previously 
discussed with respect to that claim. 
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Claim 20 contains the limitations of claims 4, 10, and 19 and is analyzed as 
previously discussed with respect to those claims. 

Claim 21 contains the limitations of claims 4, 10, and 19 and is analyzed as 
previously discussed with respect to those claims. 

Claim 22 contains the limitations of claims 5 and 21 and is analyzed as 
previously discussed with respect to those claims. 

Claim 23 contains the limitations of claims 6 and 21 and is analyzed as 
previously discussed with respect to those claims. 

Response to Arguments 

3. Applicant's arguments with respect to claims 4-6, 10-12, and 16-23 have been 
considered but are moot in view of the new ground(s) of rejection. 

Furthermore, applicant's arguments with respect to Gotwald and Banker have 
been fully considered but they are not persuasive. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Applicant also argues with respect to Banker that the out-of-band transmission is 
not used when there is insufficient capacity in the in-band channel for transporting data. 
However, reading the independent claims in the broadest sense. Banker does meet the 
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limitations of the claim. Banker states that the system can use an out-of-band 
transmission if an in-band data transmission is not available (See Banker column 8 lines 
3-25). 

Applicant is reminded that although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The examiner suggests that applicants consider providing more details in the 
independent claims about how the system determines if a channel is available (e.g. 
having sufficient or insufficient capacity) and consider stating in the independent claims 
that the system re-routes an Internet connection as supported in the applicant's 
specifications. Adding these details in the independent claims would aid in overcoming 
the current grounds of rejection. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph G. Ustaris whose telephone number is 571-272- 
7383. The examiner can normally be reached on M-F 7:30-5PM; Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher S. Kelley can be reached on 571-272-7331, The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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